REMARKS 



The Applicants respectfully requests reconsideration in view of the following remarks 
and amendments. No claims have been amended or cancelled. Claim 32 has been added. 
Accordingly, claims 1-3, 5, 6, 8-11, 13, 14, 16-18, 19, 20, 22, 24-28, and 30-32 remain pending 
in the application. 

I. Claims Rejected Under 35 U.S.C. $ 102 

Claims 8-11, 13 and 20 stand rejected under 35 U.S.C. § 102(b) as being anticipated by 
Slegel et al., "IBM's S/390 G5 Microprocessor Design", IEEE Micro, March/April 1999, Vol. 
19, Iss. 2, pp. 12-23 (hereinafter " Slegel "). Applicants respectfully disagrees with the above 
claim rejections for the following reasons. 

To anticipate a claim, a single reference must disclose each element of that claim. Thus, 
"[t]he identical invention must be shown in as complete detail as is contained in the ... claim." 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). 
Also, "[t]he elements must be arranged as required by the claim." See In re Bond, 910 F.2d 83 1, 
15 USPQ2d 1566 (Fed. Cir. 1990) and MPEP § 2131. 

In regard to claim 8, this claim has been amended to include the limitations of 
"generating compiled code for a given ISA, the compiled code including a) discrete regions of 
microarchitecture implementation-specific code bounded by separate ISA format markers and b) 
macroinstructions outside the discrete regions " (emphasis added). These limitations are 
supported, for example, by paragraph 0039 of the Specification. Applicants do not believe that 
Slegel teaches these elements of the claim. The Examiner argues that Slegel implicitly teaches 
using boundary markers through the generation and insertion of millicode into ESA/390 
instructions. (Office Action, pg. 3.) Specifically, the Examiner states that the beginning and end 
of each macroinstruction and microinstruction acts as boundaries which are recognized by the 
decoder. (See Id.) However, claim 8, as amended, discloses microarchitecture implementation- 
specific code which is bounded by ISA format markers which are separate from the 
microarchitecture implementation-specific code. Slegel does no explicitly disclose 
microarchitecture implementation-specific code bounded by separate ISA format markers. 
Moreover, the Examiner has not established that this element is inherently disclosed, as it is 
possible that as the Examiner points out, the microinstructions and macroinstructions themselves 
can be used to form boundaries. (See Office Action, pg. 3.) Thus, Examiner has not established 
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that Slegel discloses each element of this claim. Accordingly, Applicants respectfully request 
reconsideration and withdrawal of the rejection of this claim. 

Independent claims 1 1 and 20 have been amended to include elements analogous to those 
of amended claim 8. Thus, for at least the reasons discussed above in regard to claim 8, Slegel 
does not teach each of the elements of these claims. Accordingly, reconsideration and 
withdrawal of the anticipation rejection of these claims is requested. 

Claims 9, 10 and 13 depend from independent claims 8 and 11, respectively, and 
incorporate the limitations thereof. Thus, for at least the reasons discussed above in regard to the 
independent claims 8 and 1 1, Slegel does not teach each of the elements of these claims. 
Accordingly, reconsideration and withdrawal of the anticipation rejection of these claims is 
requested. 

II. Claims Rejected Under 35 U.S.C. § 103 

Claims 1-3, 5-6, 8-11, 13-14, 16-20, 22, 24-28, and 30-31 stand rejected under 35 U.S.C. 
§ 103(a) as allegedly being unpatentable over Slegel . Applicants respectfully disagree with the 
above claim rejections for the following reasons. 

To determine obviousness of a claim: (1) factual findings must be made under the factors 
set forth in Graham v. John Deere Co. . 383 U.S. 1, 148 USPQ 459 (1966); and (2) the analysis 
supporting the rejection under 35 U.S.C. § 103 should be made explicit and there must be some 
articulated reasoning with some rational underpinning to support the legal conclusion of 
obviousness. See MPEP §§ 2141(11), 2141(111), and 2142; KSR International Co. v. Teleflex 
Inc. . 82 USPQ2d 1385, 1396; see e^, MPEP § 2143 (providing a number of rationales which 
are consistent with the proper "functional approach" to the determination of obviousness as laid 
down in Graham ). 

Independent claim 30 has been amended to include elements analogous to those of 
amended claim 8 including "optimizing the first compiled code into a second compiled code, the 
second compiled code including a macro instruction segment, a microinstruction segment and 
boundary markers, the microinstruction segment representing an alternate implementation of a 
function of the macroinstruction segment; storing the second compiled code as a single compiled 
program, the boundary markers separate from the macroinstruction segment and the 
microinstruction segment " (emphasis added). Thus, for at least the reasons discussed above in 
regard to claim 8, Slegel does not teach each of the elements of this claim. Further, the 
Examiner has not provided any references which cure the deficiencies of Slegel . Accordingly, 
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Applicants respectfully requests reconsideration and withdrawal of the rejection of claim 30 for 
being unpatentable over Slegel . 



Claim 3 1 depends from independent claim 30 and incorporates the limitations thereof. 
Thus, at least for the reasons discussed above in regard to the independent claim 30, Slegel does 
not disclose each element of the dependent claims and the Examiner has not provided any 
references which cure the deficiencies of Slegel . Accordingly, Applicants respectfully requests 
reconsideration and withdrawal of the rejection of this claim. 

The rejection of claims 1-3, 5-6, 9-1 1, 13-14, 16-20, 22, and 24-28 was improper because 
the Examiner failed to state a prima facie case of obviousness as required by MPEP §2142. 
MPEP § 2142 states that "rejections on obviousness cannot be sustained with mere conclusory 
statements; instead, there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness." MPEP §2141 quoting In re Kahn, 441 F.3d 977, 

988, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006). See also KSR, 550 U.S. at ,82 USPQ2d at 

1396. The Examiner concludes without providing support and/or reasoning that claims 1-3, 5-6, 
8-11, 13-14, 16-20, 22, and 24-28 are analogous to claims 30 and 31 and any differences 
between the sets of claims are mostly semantics. (Office Action, pg.6.) The Examiner supports 
this conclusion by stating that the differences between the sets of claims are "essential/inherent 
features in any useful system." (Office Action, pg.6.) However, this inherency argument is not 
supported by facts and technical reasoning. "In relying upon the theory of inherency, the 
examiner must provide a basis in fact and/or technical reasoning to reasonably support the 
determination that the allegedly inherent characteristic necessarily flows from the teachings of 
the applied prior art." MPEP, at § 21 12(IV), quoting Ex parte Levy, 17 USPQ2d 1461, 1464 
(B.P.A.I. 1990) (emphasis in original). Thus, should Examiner maintain this rejection, 
Applicants request that Examiner provide such basis and/or reasoning to support the assertion 
that claims 1-3, 5-6, 9-1 1, 13-14, 16-20, 22, and 24-28 are analogous to claims 30 and 31. 

Further, independent claims 1, 11, 14, 17, 20, 22, 25, and 28 have been amended to 
include elements analogous to those of amended claim 8. Thus, for at least the reasons discussed 
above in regard to claim 8, Slegel does not teach each of the elements of this claim. Further, the 
Examiner has not provided any references which cure the deficiencies of Slegel . Accordingly, 
Applicants respectfully requests reconsideration and withdrawal of the rejection of claims 1,11, 
14, 17, 20, 22, 25, and 28 for being unpantentable over Slegel . 
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Claims 2, 3, 5, 6, 13, 16, 18, 19, 24, 26, and 27 depend from independent claims 1,11, 
14, 17, 20, 22, 25, and 28 and incorporate the limitations thereof. Thus, at least for the reasons 
discussed above in regard to the independent claims 1, 1 1, 14, 17, 20, 22, 25, and 28, Slegel does 
not disclose each element of the dependent claims and the Examiner has not provided any 
references which cure the deficiencies of Slegel . Accordingly, Applicants respectfully requests 
reconsideration and withdrawal of the rejection of these claims. 

III. New Claims 

Applicants have added new dependent claim 32. Support for this claim may be found in 
the Specification at paragraph 0039. 

New claim 32 includes "wherein the ISA format markers are unused templates for the 
ISA includes instruction syllables or micro ops hat are not narrowed by other ISA templates." 
Applicants are unable to discern any part of Slegel that teaches these elements of the claim. 
Thus, Applicants submit that this claim is patentable over Slegel . 
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CONCLUSION 



In view of the foregoing, it is believed that all claims now pending, namely claims 1-3, 5, 
6, 8-1 1, 13, 14, 16-18, 19, 20, 22, 24-28, and 30- 31, patentably define the subject invention over 
the prior art of record, and are in condition for allowance and such action is earnestly solicited at 
the earliest possible date. If the Examiner believes that a telephone conference would be useful 
in moving the application forward to allowance, the Examiner is encouraged to contact the 
undersigned at (310) 207 3800. 



Respectfully submitted, 



BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 



Dated: 




2008 




Jonathan S. Millir Reg. No. 48,534 




1279 Oakmead Parkway 
Sunnyvale, CA 94085-4040 
(310) 207-3800 
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